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REQUEST FOR RECONSIDERATION OF PATENT TERM ADJUSTMENT 
INDICATED IN NOTICE OF ALLOWANCE (37 C.F.R. S 1.705) 

Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Applicant respectfully requests reconsideration of the patent term adjustment indicated on 
the Notice of Allowance mailed on February 6, 2004, for the above-identified patent application. 
This paper is being filed on even date with payment of the issue fee. 

1. Statement of Facts 

Pursuant to 37 C.F.R. § 1.705(b)(2), Applicants respectfully submit the following 

statement of the facts involved: 
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A. 37 C.F.R. S \.705(h)(2)(i) and (10 

The patent term adjustment shown on the Notice of Allowance is 458 days. Assuming 
that a patent issues on the Tuesday before the date that is 28 weeks after mailing of the Notice of 
Allowance, i.e., on August 17, 2004, Applicant respectfully submits that the patent is entitled to 
an additional 108 days of patent term adjustment under 37 C.F.R. § 1.702 (b). Accordingly, the 
correct patent term adjustment under §1.702 is 566 days (assuming the patent issues on 
August 17, 2004. 

The basis on which Applicants seek adjustment is as follows: 

(a) Period of Adjustment Pursuant to 37 C.F.R. S$1.702fa) and L703(a) 
Pursuant to 37 C.F.R. § 1.702(a)(1), the USPTO failed to mail at least one of a 

notification xmder 35 U.S.C. §132 or a notice of allowance under 35 U.S.C. §151 not later than 
fourteen months after the date on which the application was filed xinder 35 U.S.C. §11 1(a). 
Specifically, the date of filing for this application is May 1, 2001; and the USPTO issued a first 
Office Action on October 2, 2003, resulting in 458 days of USPTO delay. This period of patent 
term adjustment is shown correctly on the Notice of Allowance. 

(b) Period of Adjustment Pursuant to 37 C.F.R. $S1.702(b) and 1.703(b) 
Pursuant to 37 C.F.R. § 1.702(b), if the USPTO fails to issue a patent within three years 

of the actual filing date of the application, Applicant will be entitled to an additional patent term 
adjustment beginning on the day after the date that is three years after the date on which the 
application was filed under 35 U.S.C. §11 1(a) and ending on the date a patent was issued. The 
Notice of Allowance indicates that a patent will issue on the Tuesday before the date that is 28 
weeks after the mailing date of the Notice of Allowance, i.e., a patent will issue on August 17, 
2004. A copy of Notice of Allowance for this application is attached hereto. Accordingly, if the 
patent issues as indicated in the Notice of Allowance, Applicant is entitled to 108 days of 
additional patent term adjustment. The exact additional patent term adjustment will depend 
on the actual issue date of the patent. The USPTO has not shown any patent term adjustment 
based on 37 C.F.R. § 1.702(b) on the Notice of Allowance. 
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37 C.F.R. $1.705(b)r2yiin 



This patent application (and the patent issuing from this application) is not subject to a 
terminal disclaimer. 

C. 37 C.F.R. $1.705a)¥2Viv) 

Applicants are not aware of any circumstances during the prosecution of this application 
that constitute a failure to engage in reasonable efforts to conclude processing or examination of 
this application as set forth in 37 C.F.R. §1.704. 

D. Summary 

Applicants respectfully request the patent issuing from the above-identified patent 
application be granted, in addition to the 458 days imder 37 C.F.R. § 1.702(a)(l)5 the appropriate 
patented term adjustment under 37 C.F.R. § 1.702(b) based on the actual issue date of the patent. 

2. Fee Pursuant to 37 C.F.R. §1. 18(e) 

Pursuant to 37 C.F.R. § 1.705(b)(1), a Fee Transmittal is enclosed authorizing the 
Commissioner to charge the Petition fee of $200.00 set forth in 37 C.F.R. § 1.18(e) to deposit 
account 50-0344. The Commissioner is also authorized to charge any additional fees or credit 
any overpayment to this deposit account. The Fee Transmittal is submitted in duplicate. 

Should there be any questions concerning this paper, please contact the undersigned 
attomey at (650) 808-6406. 



Respectfully submitted, 



THERAVANCE, INC. 

901 Gateway Boulevard 

South San Francisco, CA 94080 

Tel: (650)808-6000 Fax: (650)808-6078 
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Anand U Desai, Ph.D. 
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LINSELU MARTIN S. 
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» The MAILING DATE of this communication appears on the cover sheet with the correspondence addresS" 
All claims being allowable. PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not Included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABiLITY iS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. 

1 . 13 This communication is responsive to December 24. 2003 . 



2, 13 The allowed claim(s) is/are 1-34 . 

3. CD The drawings filed on are accepted by the Examiner. 

4. □ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-{d) or (f). 

a) □ All b) □ Some* c) □ None of the: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this national stage application from the 
International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Failure to timely comply will result in ABANDONMENT of this application, 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

5. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 

INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient. 
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1 ) □ hereto or 2) □ to Paper No./Mail Date . 

(b) □ including changes required by the attached Examiner's Amendment / Comment or in the Office action of 

Paper No./Mail Date . 

Identifying Indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings In the front (not the back) of 
each sheet. Replacement 5heet(s) should be labeled as such in the header according to 37 CFR 1.121(d). 
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attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL, 
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2. □ Notice of Draftperson*s Patent Drawing Review (PTO-948) 6. □ Interview Summary (PTO-413), 

Paper No./Mail Date . 

3. □ Information Disclosure Statements (PTO-1449 or PTO/SB/08), '7. □ Examiner's Amendment/Comment 

Paper No./Mail Date 
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Part of Paper No./Mail Date 232004 
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Art Unit: 1653 

DETAILED ACTION 

1. This Office Action is in response to amendment filed December 24, 2003. Claims 1-34 
are currently pending and are under examination. 

Specification 

2. Upon review of the Applicants response to the objection to the specification, the 
objection is withdrawn. 

Claim Objections 

3. Upon review of Applicants response the objection of claims 6, 7, 15, and 16 are 
withdrawn. 

Claim Rejections - 35 USC § 112 

4. Upon review of Applicants response the 35 U.S.C. 1 12 rejection for claims 1, 3, 4, 6, 7, 
9, 1 1, and 16 are withdrawn. 

Claim Rejections - 35 USC §102 

5. Upon review of Applicants response the 35 U.S.C. 102 rejection for claims 1-29 are 
withdrawn. 

Claim Rejections - 35 USC §103 

6. Upon review of Applicants response the 35 U.S.C. 103 rejection for claims 1, and 27-29 
are withdrawn. 
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Art Unit: 1653 

Allowable Subject Matter 
7. The following is an examiner's statement of reasons for allowance: Claims 1-34 are 
allowable. The prior art of record does not teach a reductive alkylation method for 
glycopeptides, using the method of first combining an aldehyde or ketone, base, and the 
glycopeptide to provide a reaction mixture, then acidifying the reaction mixture, and 
subsequently adding a reducing agent to produce an alkylated glycopeptide at the saccharide- 
amine. The closest prior art of record, Berglund et al. U.S. Patent 5,998,581 teaches the 
reductive alkylation of glycopeptide antibiotics using copper to enhance the regioselective 
alkylation of glycopeptides at the saccharide-amine. 

Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue 
fee. Such submissions should be clearly labeled "Comments on Statement of Reasons for 
Allowance." 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anand U Desai, Ph.D. whose telephone number is (571) 272- 
0947. The examiner can normally be reached on Monday - Friday 9:00 a.m. - 5:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Low can be reached on (517) 272-0951. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Art Unit: 1653 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (BBC) at 866-217-9197 (toll-free). 
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estimated to take 1 2 minutes to coniplcte, including gathering, preparing, and submitting the 
completed application form to the USPTO. Time wdl vary depending upon the individual 
case. Any comments on the amount of time you require to compfcte this form and/or 
suggestions for reducing this burden, should be sent to the Chief Infonnation Officer, U.S. 
Patent and Trademark Office, U.S. Department of Commerce, Alexandria, Virginia 
22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. 
SEND TO: Commissioner for Patents, Alexandria, Virginia 22313-1450. 

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a 
collection of information unless it displays a valid OMB control number. 
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APPLICATION NO, 



nLING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/847.060 



27038 



05/01/2001 



7590 



02/06/2004 



THERA VANCE, INC. 

901 GATEWAY BOULEVARD 

SOUTH SAN FRANCISCO, CA 94080 




Martin S. Lin sell 



P-090-R 



4580 



EXAMINER 



DESAI.ANANDU 



ART UNIT 



PAPER NUMBER 



1653 

DATE MAILED: 02/06/2004 



Determination of Patent Term Adjustment under 35 U.S.C. 154 (b) 

(application filed on or after May 29, 2000) 

The Patent Term Adjustment to date is 458 day(s). If the issue fee is paid on the date that is three months after the 
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half 
months) after the mailing date of this notice, the Patent Term Adjustment will be 458 day(s). 

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that 
determines Patent Term Adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval 
(PAIR) system (http://pair.uspto.gov). 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of 
Patent Legal Administration at (703) 305-1383. Questions relatmg to issue and publication fee payments should be 
directed to the Customer Service Center of the Office of Patent Publication at (703) 305-8283. 
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